THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 16

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JUAN A. GARCI A- MALLOL

Appeal No. 1997-4385
Application No. 08/288, 864

ON BRI EF*

Bef ore ABRAMS, STAAB, and GONZALES, Admi nistrative Patent
Judges

GONZALES, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe examner’s final rejection of
clainms 19 through 29. These clains constitute all of the

clainms pending in this application.

! The oral hearing schedul ed for July 13, 2000, was waived in a paper
filed May 22, 2000 (Paper No. 15).
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We AFFI RM- | N- PART.

The subject matter on appeal is disclosed as a fluidized
bed reactor 10 having a furnace section 22 and a hori zontal
cycl one separator 28 defining a generally cylindrical vortex
chanber 30 for separating solid particles froma m xture of
gases and particles. 1In operation, a mxture of entrained
particles and gases rises upwardly within the furnace section
22 and passes through an inlet 32 into the vortex chanber 30
where the solid particles strike the inner surfaces of the
vortex chanber 30 and are separated fromthe gases. The gases
exit the chanber 30 via an outlet 36 while the separated
particles fall dowwardly by gravity into a funnel 35 and are
returned to the furnace section via an outlet trough 34. A
solids deflector 38 extends into the vortex chanber from an
end wall 18 of the chanmber for preventing separated particles
from bouncing off the end wall and becom ng re-entrained in
the separated gases. A solid block 33 is disposed adjacent
the inlet opening 32 for defining an inlet passage for
directing the m xture of entrained particles and gases into
the vortex chanmber 30 in a tangential direction thereto.
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Clains 19 and 25 are representative and are reproduced in an

appendi x to the brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Evans 2, 888, 096 May 26,
1959
Suzuki et al. (Suzuki) 4,285, 142 Aug. 25,
1981 Dewitz et al. (Dewtz) 4,731, 228

Mar. 15, 1988 Kalen et al. (Kalen) 5,207, 805

May 04, 1993
The following rejections are before us for review

(I') clainms 19 through 24 stand rejected under 35 U.S. C
8 102(b) as being anticipated by Dewitz; and

(I'1) claim25 through 29 stands rejected under 35 U. S. C
8 102(b) as being anticipated by Evans or Suzuki or Kal en.

The full text of the exam ner's rejections and responses
to the argunents presented by the appellant appears in the
answer
(Paper No. 13), while the conplete statenent of the
appel lant’ s argunents can be found in the brief (Paper No.

12).
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant’s specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we have nmade the

determ nati ons which foll ow

Rej ection (1)

We sustain the rejection of clainms 19 through 24 under
35 U.S.C. 8 102(b) as being anticipated by Dewtz.

Initially we note that anticipation by a prior art
reference does not require either the inventive concept of the
cl ai med subject matter or the recognition of inherent
properties that nmay be possessed by the prior art reference.

See Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 633,

2 USPQ2d 1051, 1054 (Fed. Cr.), cert. denied, 484 U S. 827

(1987). A prior art reference anticipates the subject of a
cl ai mwhen the reference discloses every feature of the

clainmed invention, either explicitly or inherently (see Hazan
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V. Int'l Trade Commin, 126 F.3d 1473, 1477, 44 USPQd 1358,

1361 (Fed. Cir. 1997) and RCA Corp. v. Applied Digital Data

Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.

Cir. 1984)); however, the | aw of anticipation does not require
that the reference teach what the appellants are cl ai mng, but
only that the clains on appeal "read on" sonething disclosed

in the reference (see Kalman v. Kinberly-dark Corp., 713 F.2d

760, 772, 218 USPQ 781, 789 (Fed. GCir. 1983), cert. denied,

465 U.S. 1026 (1984)).

Claim 19 on appeal is witten in Jepson format. Ex parte
Jepson, 1917 Dec. Commir Pats. 62, 243 Of. Gaz. 525 (1917).
Wen a claimis witten in Jepson format, the subject matter
recited inits preanble (leading up to the claimlanguage “the
i mprovenent”) is inpliedly admtted to be old in the art. In

re Ehrreich, 590 F.2d 902, 909, 200 USPQ 504, 510 (CCPA 1979).

The appel lant’s “inprovenent” conpri ses:

a solids deflector extending into the chanber from
the other end wall opposite the one end wall
[containing the outlet opening] for preventing the
separated particles from bouncing off the other end
wal | and becomi ng re-entrained in the separated
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gases.

Bef ore addressing the exam ner's rejection based upon
prior art, it is an essential prerequisite that the clained
subject matter be fully understood. Analysis of whether a
claimis patentable over the prior art under 35 U S.C. 88 102
and 103 begins with a determ nation of the scope of the claim
The properly interpreted claimnust then be conpared with the
prior art. Caiminterpretation nust begin with the | anguage

of the claimitself. See Smthkline Diagnostics, Inc. v.

Hel ena Laboratories Corp., 859 F.2d 878, 882, 8 USPQ2d 1468,

1472 (Fed. Cir. 1988). Accordingly, we will initially direct

our attention

to the appellant’s claim 19 to derive an understandi ng of the
scope and content thereof.

Before turning to the proper construction of the clains,
it is inportant to review sonme basic principles of claim
construction. First, and nost inportant, the |language of the
clai mdefines the scope of the protected invention. Yale Lock

Mg. Co. v. Geenleaf, 117 U S. 554, 559 (1886) ("The scope of

6



Appeal No. 1997-4385
Application No. 08/288, 864

letters patent nmust be limted to the invention covered by the
claim and while the claimnmay be illustrated it cannot be
enl arged by | anguage used in other parts of the

specification."); Autogiro Co. of Am v. United States, 384

F.2d 391, 396, 155 USPQ 697, 701 (Ct. d. 1967) ("Courts can
nei ther broaden nor narrow the clains to give the patentee
sonething different than what he has set forth [in the

clain]."). See also Continental Paper Bag Co. v. Eastern

Paper Bag Co., 210 U.S. 405, 419 (1908); Cmotti Unhairing

Co. v. Anerican Fur Ref. Co., 198 U S. 399, 410 (1905).

Accordingly, "resort must be had in the first instance to the
words of the claint and words "will be given their ordinary
and accustoned neani ng, unless it appears that the inventor

used t hem

differently.” Envirotech Corp. v. Al Ceorge, Inc., 730 F.2d

753, 759, 221 USPQ 473, 477 (Fed. Cir. 1984). Second, it is
equal ly "fundanental that clains are to be construed in the
light of the specification and both are to be read with a view
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to ascertaining the invention." United States v. Adans, 383

U S. 39, 49, 148 USPQ 479, 482 (1966).

Furthernore, the general claimconstruction principle
that limtations found only in the specification of a patent
or patent application should not be inported or read into a

claimnmnmust be followed. See In re Priest, 582 F.2d 33, 37,

199 USPQ 11, 15 (CCPA 1978). One nust be careful not to
confuse inperm ssible inputing of limtations fromthe
specification into a claimwth the proper reference to the
specification to determ ne the meaning of a particular word or

phrase recited in a claim See E.I. Du Pont de Nenours & Co.

v. Phillips Petroleum Co., 849 F.2d 1430, 1433, 7 USPQRd 1129,

1131 (Fed. Cr.), cert. denied, 488 U S. 986 (1988). What we

are dealing with in this case is the construction of the

limtations recited in the appeal ed cl ai ns.

Wth the above in mnd, we interpret the word
“preventing” in the appellant’s claim19 to nean “inpeding.”
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Thi s
interpretation is consistent with the ordinary nmeani ng of the

word (see Webster's Il New Riverside University Dictionary 933

(1984) ("prevent: to keep (soneone) from doi ng sonet hing;
i npede"); id. at 613 ("inpede: to obstruct or delay the
progress: hinder")) and with the appellant’s use of the word
in the specification. There is no disclosure in the
appel l ant’ s specification that the solids deflector 38 totally
covers or precludes all particles from bouncing off the end
wall 18. In fact, the provision of opening or slot 38a in the
| ower portion of the deflector for directing separated solids
into funnel 35 (see specification, p. 7 and Figures 1 and 3)
indicates to us that entrained particles may contact that
portion of wall 18 not covered by the deflector 38 and settle
within the interior of the deflector.

The exam ner determ ned (answer, p. 4) that the solids
defl ector as defined in claim19 reads on the vortex
stabilizer 21 of Dewitz. W note that Dewitz specifically

t eaches that a
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vortex stabilizer inproves the separation efficiency of the
solid and fluid phases (see col. 10, Il. 47-52), which is one
of the objects of the appellant’s invention.

Wt hout question, the vortex stabilizer 21 disclosed by
Dewitz will prevent particles frombouncing off the wall 9 at
| east at that portion of wall 9 which is occupied or covered
by the vortex stabilizer 21, just as the appellant’s deflector
will prevent particles frombouncing off the wall 18 at that
portion of the wall covered by the deflector. Thus, we

conclude that the exani ner has established a prima facie case

of anticipation.?

The appel | ant argues (brief, pp. 3-5) that Dewitz teaches
that the purpose of the vortex stabilizer 21 is “. . . to
guarantee formati on and exi stence of a helical flow of fluid
(vapor) material” (see Dewitz, col. 7, Il. 14-16) and that the
vortex stabilizer 21 of Dewitz is not capable of preventing
the separated particles frombouncing off the wall 9.

According to the appellant, because the outer dianmeter of the

21t is well settled that the burden of establishing a prinae facie case
of anticipation resides with the Patent and Tradermark Office (PTO. See In re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984).
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vortex stabilizer 21 is significantly less than that of the
wal |l 9, the

el ement 21 of Dewitz will permt solids to bounce off wall 9.

VWhile there is no explicit statenment in Dewitz that the
di scl osed vortex stabilizer 21 prevents separated particles
from
bouncing off the wall 9, it is self-evident that separated
particles are prevented fromcontacting that portion of wall 9
covered by the vortex stabilizer 21. That is all the claim
requires (see our interpretation of the word “preventing”
above).

After the PTO establishes a prinma facie case of

antici pati on based on i nherency, the burden shifts to the
appellant to prove that the subject matter shown to be in the
prior art does not possess the characteristics of the clained

invention. See In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964,

966 (Fed. Cir. 1985); In re King, 801 F.2d 1324, 1327, 231

USPQ 136, 138 (Fed. Cir. 1986). Hence, the appellant’s burden
before the PTOis to prove that Dewitz’s vortex stabilizer

does not performthe function defined by the solids deflector
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in claim19. The appellant has not cone forward with any

evidence to satisfy that burden. Conpare In re Best, 562 F.2d

1252, 1255, 195 USPQ 430, 433-34 (CCPA 1977); ln re lLudtke,

441 F.2d 660, 664, 169 USPQ 563, 566-67 (CCPA 1971). The

appellant’s nere argunent in the brief to the effect that

Dewitz's vortex stabilizer does not performthe function
defi ned
by the solids deflector in claim19 is not evidence. See In
re Pearson, 494 F.2d 1399, 1405, 181 USPQ 641, 646 (CCPA 1974)
(attorney's argunents in a brief cannot take the place of
evi dence) .

For the reasons set forth above, the decision of the
exam ner to reject claim19 under 35 U.S.C. §8 102(b) is

affirned.

The appel | ant has grouped clains 19 through 24 as
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standing or falling together.® Therefore, in accordance with
37 CFR

8 1.192(c)(7), clains 20 through 24 fall with claim19. Thus,
it follows that the decision of the exam ner to reject clains
20 through 24 under 35 U S.C. 8 102(b) is also affirned.

Rej ection (11)

W w Il not sustain the rejections of clains 25 through
29 under 35 U.S.C. 8§ 102(b) as being anticipated by Evans, by
Suzuki or by Kal en.

In claim?25, which is also witten in Jepson format, the

appel lant’s “i nprovenent” conpri ses:

a bl ock di sposed adjacent the inlet opening for
defining an inlet passage for directing the mxture
in [sic] into the vortex chanber in a tangenti al
direction thereto.*

The exam ner determ ned (answer, p. 5) that “the inlet

duct 15 of Evans is | ocated adjacent the wall section 16 which

} see page 3 of the appellant’s brief.

* The word “in” should be cancel ed upon return of the application to the
jurisdiction of the exani ner.
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isin the formof a block” to direct flow into chanber 10 in a
tangential direction. The exam ner al so determ ned that

Suzuki di scloses “a block shape to inlet duct” 23 in Figure 5.
The exam ner describes Figures 1 and 2 of Kalen as disclosing

a tangential gas inlet and a wall 14 which fornms a bl ock

| ocat ed adjacent the inlet.

The appellant’s specification (p. 7) describes a “solid
bl ock 33 having ends 33a and 33b (FIG 1); sides 33c and 33d;
a top 33e; and a bottom 33f" positioned just below inlet 32
and defining, with walls 12 and 20, a passage having a
rectangul ar cross-section registering with the inlet 32.

Thus, consistent with the appellant’s specification and the
ordi nary neani ng of

the word, we construe the word “block” to nmean “a solid piece,
as

of wood, with one or nore flat sides” (see Wbster's Il New

Ri verside University Dictionary 182 (1984)). As so construed,

we agree with the appellant’s argunment (brief, p. 5) that the
patents to Evans, Suzuki and Kal en do not teach a “bl ock”

14
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di sposed adj acent an inlet opening for defining an inlet
passage.

Since every feature of claim25 is not disclosed by
Evans, Suzuki or Kalen, the claimis not anticipated by any of
the applied references. Clainms 26 through 29 depend from
claim25 and include all the Ilimtations of that claim Thus,
t he
8§ 102(b) rejections of clainms 25 through 29 based on Evans,
Suzuki and Kalen wi |l not be sustained.

SUMVARY

The decision of the examner to reject clains 19 through
24 under 35 U.S.C. 8§ 102(b) as being anticipated by Dewitz is
affirmed. The decision of the examner to reject clains 25
t hrough 29 under 35 U. S.C. § 102(b) as being anticipated by
Evans or Suzuki or Kalen is reversed.

The decision of the examner is affirned-in-part.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

NEAL E. ABRANMS
Adm ni strative Patent Judge

BOARD OF PATENT
LAWRENCE J. STAAB ) APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

JOHN F. GONZALES

Adm ni strative Patent Judge

j fg/vsh
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Warren B. Kice

Haynes & Boone, L.L.P
3100 Nations Bank Pl aza
901 Main Street

Dal | as, TX 75202-3789
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